
 

 

IDEA SUBMISSION CASES: PRO RATA DAMAGE CALCULATION NEEDED 

Ge Lei* 

INTRODUCTION 

“There are only thirty-six fundamental dramatic situations, various facets of which form the basis 

of all human drama.”
1
  

--Georges Politi, The Thirty-Six Dramatic Situations 

Almost everyone at some point in his or her life has an idea for something, a movie, a 

television show, a videogame or an advertising slogan. These idea men obviously are not 

laboring over their ideas for nothing; they normally hope to sell them for value. To do so, they 

would pitch their ideas to a producer (could be studios, networks, production companies and 

others). A classic scenario unfolds like this: the producer shows some interest and says “I will 

think about it” or shows no interest at all and says a “no thank you;” then they part ways; the 

producer never gets back to the idea man, essentially equaling a rejection of the idea; the idea 

man later discovers, to his or her amazement, that his or her idea has been used by the producer 

in some sort of creative work, a movie, a television show, or the like. What is the idea man’s 

legal recourse?  

Ideas are the spirits of the entertainment world. In an age when media industry and 

entertainment technology are more lucrative, the need for new and creative ideas becomes more 

substantial. Whether the final use of an idea is for a movie, a television show, a game, a video, 

advertising, a book, a radio or a Web design, the entertainment industry recognizes its tangible 
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value. Though generally ideas are “free as air,”
2
 this principle does have limits. It seems wrong 

for a producer to hear an idea man’s brilliant idea and use the idea without compensating the idea 

man. If this is the case, fewer and fewer people would be willing to divulge his/her fabulous 

ideas and the entire entertainment industry will suffer. Eventually it is the public at large that is 

harmed.  

One cause of action for an idea man would be copyright infringement, alleging that a 

producer copied aspects of his or her idea without permission.
3
 However, the Copyright Act 

provides little protection in the context of idea submissions. First, idea/expression dichotomy 

concept excluded copyright protection for ideas, protecting only expression of ideas.
4
 The courts 

have adopted two doctrines to distinguish idea and expression in a given work – the merger 

doctrine
5
 and Scènes à faire

6
. Normally the merger doctrine will not preclude the protection of 

ideas in idea submission context since most movie or book ideas could be depicted in many 

different ways. Scènes à faire might impose a barrier for an idea created in idea submission 

context to receive copyright protection because it is natural for the idea to be flowed from 

copyright’s unprotectable elements, such as historical facts, characteristics, and a choice of a 

setting or situation.
7
 Second, even if the idea falls into the expression category in the 

idea/expression dichotomy, a plaintiff has a high burden to show that the protectable portions of 

                                                 
2
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7
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a copyrighted work have been copied and there is substantial similarity between the copyrighted 

work and allegedly infringing work.
8
 

Another route to seek relief for idea men would be a breach of contract claim.
9
 Although 

breach of express contract is available, considering their greater bargaining power over idea men, 

producers will rarely make express agreements.
10

 The best recourse for an idea man could be to 

plead a breach of implied-in-fact contract. Benay v. Warner Bros. Entertainment , Inc.
11

 

illustrates such an example.  

In Benay,
12

 two brothers, Aaron and Matthew Benay (the “Benays”), wrote and 

copyrighted a screenplay titled The Last Samurai (“the Screenplay”).
13

 The Benays’ agent 

pitched the Screenplay to Warner Brothers Entertainment, Inc. (“Warner Brothers”). Warner 

Brothers declined to proceed further with the Screenplay but later produced and released a film 

(“the Film”) with the exact same title and premise as the Screenplay.
14

 The Benays brought an 

action that included claims for copyright infringement under federal law and breach of implied-

in-fact contract under California law.
15

 Both works involved an embittered American war 

veteran who traveled to Japan and met the emperor, trained the Imperial Army in modern 

warfare, fought against the Samurai, and was eventually spiritually restored.
16

 In addition, both 

                                                 
8
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 Id. at 622. 
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 Id. at 625 (“In both the Screenplay and the Film, an American war veteran travels to Japan in the 1870s to train 

the Imperial Army in modern Western warfare in order to combat a samurai uprising. Not surprisingly, the stories 
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works were set at the time of the Satsuma Rebellion of 1877 and relied heavily on the same 

historical figure.
17

 These similarities, however, were mere “unprotectable elements” that flowed 

necessarily and naturally from their basic plot premise.
18

 Since substantial similarity between 

mere unprotectable elements is insufficient to prove copyright infringement, the Ninth Circuit 

affirmed the grant of summary judgment for Warner Brothers on the copyright claim.
19

 The court 

went on to explained that “[a]t very high level of generality, both works share certain plot 

similarities.’”
20

 “But ‘[g]eneral plot ideas are not protected by copyright law; they remain forever 

the common property of artistic mankind.’”
21

 However, the Ninth Circuit reversed and remanded 

the grant of summary judgment on the implied-in-fact contract claim because “unauthorized use 

can be shown by substantial similar elements that are not protected under copyright law.”
22

 

Though the Ninth Circuit has presented a sound standard, it is not perfect. The state contract law 

standard applied in Benay might dissuade producers from accepting screenplays for fear of 

breaching an implied-in-fact contract. In turn, screenwriters will be refrained from developing 

more screenplays when they find it tough to pitch their works to producers. 

                                                                                                                                                             
share similar elements as a result of their shared premise. In both, the protagonist starts in American and travels to 

Japn where he meets the Emperor, who is struggling to modernize Japan. Both protagonists introduce modern 

warfare to the Imperial Army, using contemporary Western weaponry and tactics. Both works feature a Japanese 

foil in the form of the leader of the samurai rebellion. And in both works the protagonist suffers a personal crisis and 

is transformed as a result of his interaction with the samurai.”).  
17

 Id.  
18

 Id. (While there “are shared historical facts, familiar stock scenes, and characteristics that flow naturally from the 

works’ shared basic plot premise[,]” nevertheless, “[s]tripped of these unprotected elements, the works are not 

sufficiently similar to satisfy the extrinsic test.”).  
19

 Id. at 629. 
20

 Id. (quoting Funky Films, Inc. v. Time Warner Ent. Co., L.P., 462 F.3d 1072, 1081 (9th Cir. 2006)).  
21

 Id. at 629 (quoting Funky Films, 462 F.3d at 1081) (quoting Berkic v. Crichton, 761 F.2d 1289, 1293 (9th Cir. 

1985)); see also Cavalier v. Random H., Inc., 297 F.3d 815, 824 (9th Cir. 2002) (“[B]asic plot ideas, such as this 

one, are not protected by copyright law.”); Campbell v. Walt Disney Co., 718 F.Supp.2d 1108, 1113 (N.D. Cal. 

2010) (“At a high level of generality, both works are centered on the idea of a cocky young race-car driver . . . who 

learns life lessons from an older mentor. However, the Court finds this young mentee-older mentor storyline to be a 

‘basic plot idea . . . not protected by copyright law.’”)  
22

 Id. at 631.  
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This note proffers a damage level proposal - a pro rata damage calculation based on 

similarity between the Screenplay and the Film should be imposed. This calculation method 

would contain two parts: how much of the Screenplay did the producer use, and in what 

percentage of the Film will be drawn from the screenplay. The proposed standard for damage 

calculation will provide state contract law protection to idea men while balancing both the 

interests of idea men and producers. 

This note examines both the copyright protection and implied-in-fact contract protection 

for idea men in the idea- submission context. Using Benay as an example, copyright cannot 

afford adequate relives to idea men considering the high burden of proving substantial similarity 

between the two works. Implied-in-fact contract is a better legal recourse. While the framework 

used in Benay provides authors greater protection and presents a sound rationale, it also creates 

problems because producers will be deterred from hearing more ideas for fear of breaching an 

implied-in-fact contract. Part I of this note analyzes protection of works under the Copyright Act 

and concludes that copyright is not a feasible avenue for idea men. Part II of this note discusses 

contract theory for the protection of rights to creative works. Part III provides the facts and 

procedural history of Benay, concluding that the Ninth Circuit’s standard for a breach of an 

implied-in-fact contract claim is a sound one. Part IV proposes that in order to better balance the 

interests of idea men and producers, the Benay standard would be more suitable with a little twist 

– requiring damages be proven based on similarities of the two works. This proposal takes the 

interests of both parties into account, and will preserve the excellence of entertainment industry 

for the enjoyment of the public.  

I. Protection of Works Under the Copyright Act 
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Congress enacted the Copyright Act of 1976
23

 as a federal protection for published and 

unpublished works of original authorship. The Act extends protection to “original works of 

authorship fixed in any tangible medium of expression.”
24

 Works of authorship include literary 

works, musical works, dramatic works, and motion pictures, among others.
25

 Further, a work is 

“fixed” in a tangible medium of expression when “its embodiment in a copy . . . is sufficiently 

permanent or stable to permit it to be perceived, reproduced or otherwise communicated for a 

period of more than transitory duration.”
26

 This protection entitles the copyright holder to a 

number of exclusive rights.
27

 

A. Unprotectable Elements Versus Protectable Elements – Idea/Expression 

Dichotomy 

One important concept in copyright law is “idea/expression dichotomy” which prevents 

the protection of facts or ideas.
28

 In fact, the Act explicitly provides that “[i]n no case does 

copyright protection of an original work of authorship extends to any idea, procedure, process, 

system, method of operation, concept, principle, or discovery, regardless of the form in which it 

is described, explained, illustrated, or embodied in such work.”
29

 This principle assures authors 

                                                 
23

 17 U.S.C. § 301(a). Before the enactment of the Copyright Act of 1976, works of authorship were protected by 

either common law copyright for unpublished works or statutory copyright for published works. 
24

 Id. at 102(a).   
25

 Id.  
26

 Id. at 101.  
27

 Id. at 106. The Act grants to the owner of the copyright “the exclusive rights to do and to authorize any of the 

following: (1) to reproduce the copyrighted work in copies or phonorecords; (2) to prepare derivative works based 

upon the copyrighted work; (3) to distribute copies or phonorecords of the copyrighted work to the public by sale or 

other transfer of ownership, or by rental, lease, or lending; (4) in the case of literary, musical, dramatic, and 

choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the copyrighted 

work publicly; and (5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and 

pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual 

work, to display the copyrighted work publicly.”  
28

 See Harper & Row v. Nation Enters, 471 U.S. 539, 556 (1985); see also Feist Publ’ns v. Rural Tel. Serv. Co., 499 

U.S. 340, 349 (1991).  
29

 17 U.S.C. § 106.  
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the right to their creative expressions, but encourages the public to use the ideas and information 

conveyed by a work.
30

  

It is not a simple task to distinguish between idea and expression in a given work.
31

 As 

Judge Learned Hand has observed: “Upon any work . . . a great number of patterns of increasing 

generality will fit equally well, as more and more of the incident is left out. The last may perhaps 

be no more than the most general statement of what the [work] is about, and at times might 

consist only of its title; but there is a point in this series of abstractions where they are no longer 

protected, since otherwise the [author] would prevent the use of his ‘ideas,’ to which, apart from 

their expression, his property is never extended. Nobody has ever been able to fix that boundary, 

and nobody ever can.”
32

 Despite the difficulties, the courts have delineated two other doctrines 

essential to defining the boundaries between ideas and expressions. 

1. The Merger Doctrine 

When an idea and the expression of the idea are inseparable, that idea is said to merge 

with the expression, then the expression will not be copyrightable because it would necessarily 

result in an author obtaining a monopoly on the idea itself.
33

 In other words, if there is only one 

way to express or depict an idea then no one may obtain a copyright in this single manner of 

expression or depiction because that would deprive others the right to express or depict that 

idea.
34

 Merger arises when “the topic necessarily requires, if not only one form of expression, at 

best only a limited number, to permit copyrighting would mean that a party or parties, by 

                                                 
30

 Feist Publications, Inc. v. Rural Tel. Serv. Co., Inc., 499 U.S. 340, 349-50 (1991). 
31

 Andrew B. Hebl, A Heavy Burden: Proper Application of Copyright's Merger and Scenes A Faire Doctrines, 8 

Wake Forest Intell. Prop. L.J. 128, 139 (2008). 
32

 Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930). 
33

 Educ. Testing Service, 793 F.2d at 539. 
34

 1 Paul Goldstein, Copyright §2.3.2 (2d ed. 2005). 
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copyrighting a mere handful of forms, could exhaust all possibilities of future use of the 

substance.”
35

 

Generally, merger doctrine would not preclude a creative work’s copyright protection in 

idea submission cases. Take Benay as an example, the Screenplay and the Film both include an 

American veteran going to Japan to train the Imperial Army for its fight against a samurai.
36

 But 

the two works display quite different plots, characters, themes, settings, mood and pace, and 

dialogue.
37

 Thus, there are at least two ways to express an idea of an American veteran training 

the Imperial Army fighting against a samurai. By changing certain elements of the work, the idea 

could be expressed via more manners.  

2. Scènes à Faire 

Scènes à faire are defined as “incidents, characters or setting which are as a practical 

matter indispensable, or at least standard, in the treatment of a given topic,” or “scenes which 

necessarily result from identical situations.”
38

 For instance, a literary discussion of a vampire-

themed fantasy romantic story will inevitably describes how the vampire became a vampire in 

the first place, what special talents the vampire get (like shielding himself from other vampires) 

and a romantic relationship develops between the vampire and a human being. Similarly, a story 

about witches will inevitably contain references to broomsticks and spell casting. As the Seventh 

Circuit has interpreted, scènes à faire means copyright protection is denied on the basis of 

                                                 
35

 Morrissey v. Procter & Gamble Co., 379 F.2d 675, 678 (1st Cir. 1967). 
36

 Benay, 607 F.3d at 624. 
37

 Id. at 625-28. 
38

 Atari, Inc., 672 F.2d at 616 (quoting Alexander, 460 F. Supp. at 45).  
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elements that are so “rudimentary, commonplace, standard, or unavoidable that they do not serve 

to distinguish one work within a class of works from another.”
39

 

An example of scènes à faire can be found in Walker v. Time Life Films, Inc., regarding a 

book and a motion picture that depicted the violence and urban decay of the 41st Precinct of the 

New York City Police Department.
40

 The Second Circuit found that “[e]lements such as drunks, 

prostitutes, vermin and derelict cars would appear in any realistic work about the work of 

policemen in the South Bronx” and “[t]hese similarities therefore are unprotectible as ‘scenes a 

faire,’ that is, scenes that necessarily result from the choice of a setting or situation.”
41

 Similarly, 

no infringement was found against the creators of the movie Jurassic Park because “electrified 

fences, automated tours, dinosaur nurseries, and uniformed workers . . . are classic scenes a fair 

that flow from the uncopyrightable concept of a dinosaur zoo.”
42

 

Unlike the merger doctrine, scènes à faire could be a hurdle for a creative work to receive 

copyright protection in idea submission context. An idea does not need to be novel or original for 

it to be protected in idea submission context.
43

 Therefore, it is natural for it to be flowed from 

copyright’s unprotectable elements, such as historical facts, characteristics, and a choice of a 

setting or situation. As in Benay, the Ninth Circuit held that the similarities
44

 between the 

                                                 
39

 Gaiman v. McFarlance, 360 F.3d 644, 659 (7th Cir. 2004) (quoting Bucklew v. Hawkins, Ash, Baptie & Co., 329 

F.3d 923, 929 (7th Cir. 2003)).  
40

 Walker v. Time Life Films, Inc., 784 F.2d 44, 46 (2d Cir. 1986). 
41

 Id. at 50.  
42

 Williams v. Crichton, 84 F.3d 581, 589 (2d Cir. 1996). 
43

 Under California law, the idea at the core of the implied contract need not be “new” or “novel” as a precondition 

to recovery. See Balusetein v. Burton, 88 Cal.Rptr.319, 334 (Cal. Ct. App. 1970); Chandler v. Roach, 156 

Cal.App.2d 435, 441-42 (Cal. Dist. Ct. Appl. 1957).  
44

 Benay, 607 F.3d at 625 (“The Benays point to a number of similarities between the Screenplay and the Film. Both 

have identical titles; both share the historically unfounded premise of an American veteran going to Japan to help 

the Imperial Army by training it in the methods of modern Western warfare for its fight against a samurai uprising; 

both have protagonists who are authors of non-fiction studies on war and who have flashbacks to battles in America; 

both include meetings with the Emperor and numerous battle scenes; both are reverential toward Japanese culture; 
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Screenplay and the Film are unprotectable elements that flow naturally from their shared 

premise, and scenes-a-faire.
45

  

B. Substantial Similarity Obstacle  

To prevail on a claim of copyright infringement, the plaintiff must show both (1) 

ownership of a valid copyright and (2) the defendant copied original elements of the copyrighted 

work.
46

 To establish the latter, the plaintiff must demonstrate that the defendant had access to the 

copyrighted work, and substantial similarity exists between the defendant’s work and protectable 

elements of plaintiff’s.
47

 To be actionable, the alleged similarities must arise from “protected 

aesthetic expression original to the allegedly infringed work, [rather than] . . . something in the 

original that is free for the taking.”
48

 

“Substantial similarity exists only when ‘it is protected expression in the earlier work that 

was copied and the amount that was copied is more than de minimis.’”
49

 “The standard test for 

substantial similarity between two items is whether an ‘ordinary observer, unless he set out to 

detect the disparities, would be disposed to overlook them, and regard [the] aesthetic appeal as 

the same.’”
50

 Where the allegedly infringing work contains both protectible and non-protectible 

elements, the courts are required to “attempt to extract the unprotectible elements from . . . 

                                                                                                                                                             
and both feature the leader of the samurai rebellion as an important foil to the protagonist. Finally, in both works the 

American protagonist is spiritually transformed by his experience in Japan.”).  
45

 Id. at 629. 
46

 Funky Films, 462 F.3d at 1076 (citing Feist Publ’ns, Inc., 499 U.S. at 361).  
47

 BanxCorp v. Costco Wholesale Corp., 723 F. Supp. 2d 596, 601 (S.D.N.Y. 2010) (quoting Hamil Am. Inc. v. GFI, 

193 F.3d 92, 99 (2d Cir. 1999)).  
48

 Tufenkian Import/Export Ventures, Inc. v. Einstein Moomjy, Inc., 338 F.3d 127, 134-35 (2d Cir. 2003). 
49

 Allen v. Scholastic Inc., 739 F. Supp. 2d 642, 654 (S.D.N.Y. 2011) (citing Lewinson v. Henry Holt and Co., LLC, 

659 F. Supp. 2d 547, 564 (S.D.N.Y. 2009)).  
50

 Id. (citing Telebrands Corp. v. Del Laboratories, Inc., 719 F. Supp. 2d 283, 294 (S.D.N.Y. 2010)).  



11 

consideration and ask whether the protectable elements, standing alone, are substantially 

similar.”
51

  

In Allen, the trustee acting on behalf of the estate of the author Adrian Jacobs brought 

copyright infringement claim against J.K. Rowling’s publisher, alleging that Rowling’s Harry 

Porter and the Goblet of Fire (“Goblet of Fire”) was substantially similar to Jacobs’ The 

Adventures of Willy the Wizard - No.1 Livid Land (“Livid Land”).
52

 The complaint alleged that 

both Goblet of Fire and Livid Land “tell the story of a wizard competition, and the protagonist of 

each book is a wizard who takes part in - and ultimately wins - the competition.”
53

 In deciding 

whether a substantial similarity exists, the court examined the similarities of the works’ total 

concept and feel, theme, characters, plot, sequence, pace and setting.
54

  

Specifically, the court found that “the contrast between the total concept and feel of the 

works is so stark that any serious comparison of the two strains credulity.”
55

 Underscoring this 

point was the “dramatic difference in length” between the two works (734 pages for Goblet of 

Fire and 32 pages for Living Land, of which only 16 consisted of text).
56

 Additionally, structure, 

mood, details and characterization of the works are different.
57

 Livid Land “progresses as a series 

of fragmented and often tangential scenes . . . without any supporting detail, contextual 

explanation, or suspenseful build-up.”
58

 “Events are dryly set forth, rather than described.”
59

 

                                                 
51

 Id. (citing Velez v. Sony Discos, 05 CIV. 0615 (PKC), 2007 WL 120686 at *7 (S.D.N.Y. 2007)). 
52

 Id. at 645.  
53

 Id. at 647. 
54

 Id. at 655.  
55

 Id. at 657. 
56

 Id.  
57

 Id.  
58

 Id.  
59

 Id.  
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Livid Land lacked a moral message or intellectual depth.
60

 Conversely, Goblet of Fire is “a 

cumulative work in which one scene builds upon and transitions to another.”
61

 “The storyline is 

highly developed and complex, and captures the attention of both children and adults for long 

periods of time.”
62

 Harry, unlike Willy in Livid Land, is not primarily concerned with winning 

the competition, but by doing the right thing.
63

 “Given the vast aesthetic and substantive 

differences” between the two works, the court found no overlap in their total concept and feel.
64

 

Similarly, the court found no substantial similarity in the works’ themes, characters, plot, 

sequence, pace and settings.
65

 

As illustrated from Allen, in deciding whether two works are substantially similar, the 

courts are not solely relying on the general themes of the two works, a story of wizard 

competition, but more focusing on the details of the two works, such as total concept and feel, 

theme, characters, plot, sequence, pace and setting. This stringent requirement undoubtedly 

imposes a high burden on plaintiffs in proving a copyright infringement claim. The obstacle is 

even more difficult to overcome for an idea man in idea submission context. Sometimes an idea 

man’s creative idea might be not as concrete as a finished product; maybe the idea is just for an 

advertisement to use a “Psycho Chihuahua” character.
66

 Later a producer presents a television 

advertisement, with fully fledged details that add substantial amounts of elements – sunny street, 

two Chihuahuas, flower shop, and etc. Still, the advertisement depicts a Chihuahua character. In 

this case, the producer has a good argument that the two works are not substantially similar 

                                                 
60

 Id. at 658. 
61

 Id.  
62

 Id.  
63

 Id.  
64

 Id.  
65

 Id. at 659-65.  
66

 See Wrench LLC v. Taco Bell Corp., 1:98 CV 45 (W.D. Mich. June 4, 2003) (In June 2003, a jury awarded $30.1 

million to two cartoonists who had presented executives of the Taco Bell fast food chain with the idea of using a 

“Psycho Chihuahua” character in Taco Bell’s television advertisements).  
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because the idea man’s idea is just using Chihuahua character, but the final advertisement that 

the producer produces contain way more features that the original idea does not have.      

Another reason that substantial similarity test inflicts a heavy hurdle for idea men is the 

quantitative and qualitative copying relationship the courts have adopted in copyright 

infringement analysis.
67

  For example, the issue at Warner Bro. was whether The Lexicon, a 

Harry Potter encyclopedia website created by an avid fan, infringed the copyright of J.K. 

Rowling’s Harry Potter book series.
68

 The Lexicon defined terms, characters, spells, and events 

from the Harry Potter books.
69

 Fans of the books wrote the entries, primarily drawing from the 

Harry Potter books, companion books and newsletters, published interviews of the author, and 

other outside reference sources.
70

 The court held that Plaintiffs effectively showed substantial 

similarity between The Lexicon and Rowling’s novels.
71

 The Lexicon used 450 pages worth of 

material primarily from Rowling’s 4,100-page series.
72

 Although hundreds of pages or thousands 

of fictional facts may only equal a fraction of Rowling’s series, the court explained that “this 

quantum of copying is sufficient to support a finding of substantial similarity where the copied 

expression is entirely the product of the original author’s imagination and creation.”
73

 The court 

emphasized that “the quantitative analysis of two works must always occur in the shadow of 

their qualitative nature,” and “[w]here, as here, the copyrighted work is ‘wholly original,’ rather 

                                                 
67

 Warner Bros. Ent. Inc. v. RDR Books, 575 F. Supp. 2d 513, 534 (S.D.N.Y. 2008). 
68

 Id. at 533.  
69

 Id. at 520.  
70

 Id.  
71

 Id. at 535. 
72

 Id. 
73

 Id. 
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than mixed with unprotected elements, a lower quantity of copying will support a finding of 

substantial similarity.”
74

 

Unlike Rowling’s Harry Porter series, many ideas that are created in idea submission 

context are not wholly original or entirely the products of original author’s imagination and 

creation. Take the Screenplay in Benay as an example, its premise contains several unprotectable 

elements – “there actually was a samurai uprising in the 1870s, the Satsuma Rebellion, led by 

Saigo Takamori, who is sometimes referred to as ‘The Last Samurai.’”
75

 Thus, in determining 

whether substantial similarity exists between the Screenplay and the Film, most likely the courts 

will require more quantitative copying than The Lexicon because the Screenplay is not 

completely original.  

Thus, the Copyright Act provides little protection in the context of idea submissions. And 

even if the idea contains a written treatment, a plaintiff has a high burden to show that the 

protectable portions of a copyrighted work have been copied and there is substantial similarity 

between the copyrighted work and allegedly infringing work.
76

  

II.  Contract-Based Theory  

State law offers protection of rights to creative ideas under certain contractual 

circumstances.
77

 On a contract-based theory, courts look for existence of a promise, either 

express or implied from the parties’ conduct. Express contract theory is widely recognized by 

                                                 
74

 Id. (citing Nihon Keizai Shimbun, Inc. v. Comline Bus. Data, Inc., 166 F.3d 65, 71 (2d Cir. 1999)).  
75

 Benay, 607 F.3d at 626. 
76

 See Funky Films, Inc., 462 F.3d at 1077. See also Arnstein v. Porter, 154 F.2d 464, 468 (2d Cir. 1946) (First, the 

plaintiff must show “that defendant copies from plaintiff’s . . . work” and second, he must show “that the copying 

went so far as to constitute improper appropriation.”).  
77

 Benay, 607 F.3d at 629 (“Contract law, whether through express or implied-in-fact contracts, is the most 

significant remaining state-law protection for literary or artistic ideas.”).  



15 

courts because it involves a scenario where one party expressly promises to pay for the use of a 

submitted idea.
78

 This contract binds only those parties who made the agreement and others are 

free to use the idea. This theory is governed by the standards of contract law. Though certain 

problems have been pointed out by some scholars and commentators,
79

 in practice, these issues 

have not proved to be problems at all.
80

 However, while there are a large number of 

screenwriters and other creative people who wish to sell ideas, there are only a limited number of 

production companies who wish to buy.
81

 As a result of their greater bargaining power, 

production companies will rarely expressly promise anything.
82

 Thus, express contracts lack 

practical value to screenwriters.
83

 

When there is no express contract formed between parties, an implied contract might be 

inferred from the conducts of the parties when the idea was disclosed.
84

 To prove a case based on 

implied-contract theory, the idea man “must have clearly conditioned his offer to convey the idea 

upon an obligation to pay for it if it is used” by the idea recipient, and “the idea recipient must 

know the condition . . . and must voluntarily accept its disclosure . . .”
85

 The actions of the 

                                                 
78

 Now in 3 MELVILLE B. NIMMER & DAVID NIMMER, NIMMER ON COPYRIGHT § 16.04 (1993) (stating 

under the prevailing view an enforceable express contract arises if the person to whom the idea is submitted has 

expressly promised to pay for it in the event of its use). 
79

 Id. (The treaties covers three issues which it characterizes as problems for plaintiffs who relied on contract law 

theory for the protection of their ideas: consideration, the statue of frauds and federal preemption).  
80

 When courts hold that ideas must be associated with property theory, the consideration requirement would fall 

into the concreteness and novelty requisitions. Courts circumvent this issue by using the service of disclosing the 

idea to be the consideration rather than the idea itself. Although the statute of frauds might present a problem, courts 

have found ways to avoid it by making exceptions. For instance, oral or implied promises are invalidated by the 

statute of frauds when the price of goods exceeds $500. The exception is that when there has already been a receipt 

and acceptance of goods. Besides, contract not in writing is invalid if not performed within one year. The exception 

is that when one party has completely performed under the contract, such as rendering the service of giving an idea.  
81

 Kerry Ryan, Using the Uniform Commercial Code to Protect the "Ideas' That Make the Movies, 27 Santa Clara L. 

Rev. 693, 697 (1987). 
82

 Id. 
83

 Id.  
84

 See Vantage Point, Inc. v. Parker Bros., 529 F. Supp. 1204, 1216 (E.D.N.Y. 1981).  
85

 Desny, 299 P.2d at 270.  
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parties, the circumstances surrounding their actions, especially the expectation of being paid for 

the idea itself are the central focus of courts’ determination.
86

 

 The California Supreme Court announced the rule for the demonstration of an implied-in-

fact contract for the protection of ideas in the case of Desny v. Wilder, the landmark case in so 

called “idea submission cases.”
87

 Victor Desny telephoned Billy Wilder of Paramount Pictures to 

discuss an idea for a movie.
88

 He described the idea to Wilder’s secretary in a few words as “the 

life story of Floyd Collins who was trapped and made sensational news for two weeks,” and he 

told her the plot.
89

 Desny instructed the secretary that Wilder and Paramount could use the story 

only if Desny was paid “the reasonable value of it.”
90

 The secretary said he would “naturally” be 

paid if Paramount used the story.
91

 Alleging that he was never compensated after his idea was 

used in Paramount’s photoplay which “closely parallels both plaintiff’s synopsis and the 

historical material concerning the life and death of Floyd Collins,” Desny brought a breach of an 

implied contract under California law.
92

 

 The Desny court held that an implied obligation on Wilder’s part to pay Desny for the use 

of his ideas exist, even though the idea was not sufficiently concrete or developed to warrant 

copyright protection.
93

 The Desny court went on to hold that for an implied contract to exist, the 

offer to convey the idea must be conditioned “upon an obligation to pay for it if it is used,” and 

the idea recipient, “knowing [this] condition before know[ing] this idea, voluntarily accept[ed] 

                                                 
86

 Id.  
87

 Id. at 274. 
88

 Id. at 261. 
89

 Id. at 262.  
90

 Id. 
91

 Id.  
92

 Id.  
93

 Id. at 266 (“The policy that precludes protection of an abstract idea by copyright does not prevent its protection by 

contract. Even though an idea is not property subject to exclusive ownership, its disclosure may be of substantial 

benefit to the person to whom it is disclosed.”). 
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its disclosure.”
94

 Moreover, the Desny court recognized that a mere submission of an idea 

without a clear and mutually understood expectation of payment does not give rise to such 

obligation.
95

 

Implied contract theory fits more with the idea submission context because the real 

bargain between idea men and producers are “not for the idea itself, but for the services of 

conveying the idea.”
96

 Additionally, other theories could not provide adequate recourses for idea 

men. For instance, a trade secret is “an item of information - commonly a customer list, business 

plan, recipe or manufacturing process - that has commercial value and that the firm possessing 

the information wants to conceal from its competitors in order to prevent their duplicating it.”
97

 

Also, the Restatement defines a trade secret as, “any formula, pattern, device or compilation of 

information which is used in one’s business, and which gives him an opportunity to obtain an 

advantage over competitors who do not know or use it.”
98

 Thus, an idea that is used in the 

plaintiff’s business is required to allege it to be a trade secret.
99

 Trade secret protection is 

narrower in its protection for ideas submitted to producers because those ideas may not be used 

continuously in the originators’ business or perhaps are not business ideas at all.
100

 

                                                 
94

 Id. at 270. 
95

 Id. (“The idea man who blurts out his idea without having first made his bargain has no one but himself to blame . 

. . The law will not imply a promise to pay for an idea from the mere facts that the idea has been conveyed, is 

valuable, and has been used for profit; this is true even though the conveyance has been made with the hope or 

expectation that some obligation will ensure.”). 
96

 Chandler, 319 P.2d at 781 (“There is nothing unreasonable in the assumption that a producer would obligate 

himself to pay for the disclosure of an idea which he would otherwise be legally free to use, but which in fact, he 

would be unable to use but for the disclosure.”).  
97

 William M. Landes & Richard A. Posner, The Economic Structure of Intellectual Property Law 354 (2003).  
98

 Restatement of Torts 757, comment b (1939).  
99

 Ahlert v. Hasbro, Inc., 325 F. Supp. 2d 509, 513 (D.N.J. 2004) (“Plaintiff’s Water Rat does not fall under this 

definition. While the Water Rat was an innovative device, Plaintiff did not actually use it in his business. Plaintiff 

facilitates the submission of ideas from inventors to toy manufacturers - he is not engaged in the business of water 

gun manufacture or sale.”). 
100

 Id. (trade secret claim “re-characterized as a submission-of-idea case” because idea was not used in business); see 

also Raymond T. Nimmer, Information Law Database § 5.5 (asserting that trade secret law and idea-submission law 

are not co-extensive).  
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 A. Federal Preemption of State Law Protection 

The Copyright Act preempts “all legal or equitable rights that are equivalent to any of the 

exclusive rights within the general scope of copyrights . . .”
101

 Consequently, “no person is 

entitled to any such right or equivalent right in any such work under the common law or statutes 

of any State.”
102

 Consistent with the Act, many jurisdictions employ a two-part test, preempting 

rights granted under state law if (1) the subject matter of the claim comes within the “subject 

matter of copyright,” as defined in sections 102 and 103 of the Act, and (2) the rights granted 

under state law are “equivalent” to any of the exclusive rights within the general scope of 

copyright as defined in section 106 of the Act (or, put differently, the rights lack an extra element 

beyond mere reproduction or distribution rights).
103

 

1. The Subject Matter Prong: “Scope and Protection Are not 

Synonyms” 

 In a preemption context, courts have routinely held that the Copyright Act can encompass 

uncopyrightable subject matter as such concepts or ideas. For example, the Sixth Circuit in 

Wrench,
104

 held that the idea for Psycho Chihuahua fell within the subject matter of the 

Copyright Act. In other cases, ideas for a television series, an animated children’s program, an ad 

                                                 
101

 17 U.S.C. § 301(a).  
102

 Id.  
103

 E.g., Sturdza v. United Arab Emirates, 281 F.3d 1287, 1304 (D.C. Cir. 2002); Wrench LLC v. Taco Bell Corp., 

51 F.Supp.2d 840 (W.D. Mich. 1999), rev’d, 256 F.3d 446, 453; Lodadek v. MTV Networks, Inc., 152 F.3d 1209, 

1212 (9th Cir. 1998); Kregos v. Associated Press, 3 F.3d 656, 665-66 (2d Cir. 1993).  
104

 Wrench, 256 F.3d at 455. 
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slogan, and a children’s educational concept all were found to fall within the subject matter of 

the Copyright Act, satisfying the first prong.
105

  

 More recently, the Fourth Circuit has observed, in United States ex rel. Berge v. Board of 

Trustee of the University of Alabama,
106

 that “the shadow actually cast by the Act’s preemption 

is notably broader than the wing of its protection.” The plaintiff in Berge argued that the ideas 

contained within her doctoral dissertation were taken and that her “ideas and methods” were 

excluded from the scope of copyright protection.
107

 The court rejected such argument by saying 

“scope and protection are not synonym.”
108

 This holding is rooted in the legislative intent behind 

section 301: [a]s long as work fits within one of the general subject matter categories of sections 

102 and 103, the bill prevents the States from protecting it even if it fails to achieve Federal 

statutory copyright because it is too minimal or lacking in originality to qualify, or because it has 

fallen into the public domain.
109

  

 Following Berge, uncopyrightable elements within a work of authorship, such as ideas or 

concepts, may be preempted but not protected under the Act. “[M]ost courts in recent years have 

held that ideas can be ‘within the subject matter of the Copyright Act’ for preemption purposes, 

as long as they are fixed in a written work.”
110

 “The fact that portions of the [work] may consist 

of uncopyrightable material . . . does not take the work as a whole outside the subject matter 

protected by the Act . . . That interpretation would run directly afoul of one of the Act’s central 

                                                 
105

 Entous v. Viacom Int’l, 151 F.Supp.2d 1150, 1159 (C.D. Cal. 2001) (television series); Katz Dochrermann & 

Epstein, Inc. v. Home Box Office, No. 97 CIV. 7763 (TPG), 1999 WL 179603, at *3 (S.D.N.Y. Mar.31, 1999) 

(advertising slogan); Endemol Entm’t B.V. v. Twentieth Television In., 48 U.S.P.Q.2d 1524, 1526-27 (C.D. Cal. 

1998) (television series); Fischer v. Viacom Int’l, Inc., 115 F.Supp.2d 535 (D. Md. 2000) (animated children’s 

program); Markogianis v. Burger King Corp., 42 U.S.P.Q.2d 1862, 1863 (S.D.N.Y. 1997) (marketing concept).  
106

 United States ex rel. Berge v. Bd. Of Trs. Of the Univ. of Ala., 104 F.3d 1453, 1463 (4th Cir. 1997). 
107

 Id. 
108

 Id. 
109

 H.R. REP. No. 94-1476, at 131 (1976), reprinted in 1976 U.S.C.C.A.N. 5659, 5745.  
110

 Brian Devine, Free as the Air: Rethinking the law of Story Ideas, 24 Hastings Comm. & Ent. L.J. 355, 377 

(2002).  
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purposes, to avoid the development of any vague borderline areas between State and Federal 

protection.”
111

 This interpretation, though not without critics,
112

 has been the principle most 

courts take for idea submission cases.  

  2. The Equivalency Prong: Extra Element Test 

Because ideas often satisfy the first prong of preemption test, many idea submission cases 

turn on the second part of the analysis: whether the legal or equitable rights asserted under state 

law is equivalent to any of the exclusive rights within the general scope of copyright. Most 

courts employ a nuanced “extra element” test that turns on the content of the alleged promise.
113

 

Under this approach, to survive a preemption, a state law cause of action arising from the 

submission of an idea must include an “extra element” that change the nature of the action so 

that it is qualitatively different from a copyright infringement action. Professor Nimmer explains: 

[I]f under state law the act of reproduction, performance , distribution, or display . . . will in itself 

infringes the state-created right, then such right is pre-empted. But if qualitatively other elements 

are required . . . in order to constitute a state-created cause of action, then the right does not lie 

“within the general scope of copyright,” and there is no pre-emption.
114

 

 B. Distinguishing State Law Claims from Federal Law Claims 

                                                 
111

 Harper & Row, Publishers, Inc. v. Nation Enterprises, 723 F.2d 195, 200 (2d Cir. 1983) (quoting H.R. Rep. No. 

94-1476).  
112

 Celine Michaud & Gregory Tulquois, Idea Men Should Be Able to Enforce Their Contractual Rights: 

Considerations Rejecting Preemption of Idea-Submission Contract Claims, 6 Vand. J. Ent. L. & Prac. 75, 75 (2003).  
113

 See Christina Bohannan, Copyright Preemption of Contracts, 67 MD. L. REV. 616, 630-31 (2008).  
114

 Nimmer, supra note 73, at § 1.01.  
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In 2004, the Ninth Circuit clarified its position on whether implied contract is preempted 

by federal copyright law.
115

 In Grosso, Jeff Grosso claimed that Miramax “stole the ideas and 

themes of his work when they made the movie Rounders.”
116

 In his action, he alleged breach of 

contract and violation of copyright.
117

 The district court granted summary judgment on both 

accounts to Miramax’s favor.
118

 On appeal, the Ninth Circuit affirmed the summary judgment on 

the copyright claim, because the two works, Grosso’s screenplay The Shell Game and Miramax’s 

movie Rounders, “are not substantially similar.”
119

 Particularly, the court held that “[t]he works 

do not have substantially similar genre, mood, and pace; their themes, settings, and characters are 

different; their plots and sequences of events are not parallel. Both works have poker settings but 

the only similarities in dialogue between the two works come from the use of common, 

unprotectable poker jargon.”
120

 

On the other hand, the court reversed the summary judgment on the implied contract 

account.
121

 Relying on Desny,
122

 the court reiterated that a contract exists where “the 

circumstances preceding and attending disclosure, together with the conduct of the offeree acting 

with knowledge of the circumstances, show a promise [to pay] of the type usually referred to as 

‘implied’ or ‘implied in fact.’”
123

 In order to establish an implied-in-fact contract in 

entertainment context, a plaintiff must allege “that the plaintiff prepared the work, disclosed the 

work to the offeree for sale, and did so under circumstances from which it could be concluded 

                                                 
115

 Grosso v. Miramax Film Corp., 383 F.3d 965, 967 (9th Cir. 2004) opinion amended on denial of reh'g, 400 F.3d 

658 (9th Cir. 2005).  
116

 Id. at 967.  
117

 Id.  
118

 Id.  
119

 Id.  
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 Id.  
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 Id.  
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 Desny, 299 P.2d at 257. 
123

 Grosso, 383 F.3d at 967 (citing Desny, 299 P.2d at 270).  
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that the offeree voluntarily accepted the disclosure knowing the conditions on which it was 

tendered and the reasonable value of the work.” 
124

 Besides, the court held that this implied 

contract account was not preempted by copyright law because “implied promise to pay” 

constituted an “extra element” for preemption purpose.
125

 

III. Benay v. Warner Brothers 

A. Facts and Procedural History 

The Benays wrote the Screenplay between 1997 and 1999, and they registered it with the 

copyright office in 2001.
126

 In 2000, the Benays’ agent pitched the Screenplay to the president of 

production at Bedford Falls, a production company associated with Warner Brothers.
127

 

According to the agent, he provided the Screenplay with the condition that Benays will be 

compensated if Bedford Falls used it.
128

 After receiving the Screenplay, the president informed 

the agent that Bedford Falls had decided to “pass” because it was already developing a similar 

project.
129

 In 2003, Bedford Falls and Warner Brothers publicly released the Film The Last 

Samurai.
130

 

The Screenplay pictures a West Point professor, James Gamble, who lives in the U.S. 

with his wife and a five-year-old son.
131

 At the request of President Grant, Gamble travels to 

Japan to lead the Japanese Imperial Army against the samurai rebellion led by Saigo.
132

 Gamble 

                                                 
124

 Id.  
125

 Id. at 968.  
126

 Benay, 607 F.3d at 622.  
127
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 Id.  
130

 Id. at 623. 
131

 Id. 
132

 Id.  
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does so because his career was saved by Grant after he accidentally killed eight of his own 

soldiers during the Civil War.
133

 Gamble’s son is killed during Saigo’s attack, which leads 

Gamble to launch an attack, resulting in a big loss for the Imperial Army.
134

 His failure, his 

mistake during the Civil War and the death of his son sent Gamble into an opium addition.
135

 

Eventually, he is saved by his wife and by Masako, a female samurai warrior who betrayed 

Saigo.
136

 Then a series of battles unfolds between the Imperial Army and the samurai rebels, 

which ends with Gamble killing Saigo with the help of Masako.
137

 Masako dies in the fight.
138

 

Gamble returns to the U.S. afterwards, where he lives in a Japanese style house with his wife and 

a newborn baby named Masako.
139

 

The Film depicts a lonely alcoholic Nathan Algren, who has just been fired from his job 

hawking Winchester rifles.
140

 He is haunted by his participation in an attack on an innocent tribe 

during the Indian Campaigns.
141

 Algren is then recruited by his former commander to train the 

Imperial Army in modern warfare against the samurai led by the honorable leader Katsumoto.
142

 

After he is captured by samurai soldiers at the end of a first battle, he is assimilated into a 

traditional samurai culture.
143

 He befriends with Katsumoto, and falls in love with Taka, the 

widow of a samurai.
144

 Eventually Algren joins the samurai against the Imperial Army.
145

 After 

the samurai loses, Algren confronts the Emperor and teaches him the value of traditional samurai 
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culture.
146

 Then he returns to live with Taka in the samurai village.
147

 

 The Benays filed suit on December 5, 2005, alleging copyright infringement, breach of 

contract, breach of confidence, and intentional interference with prospective economic 

advantage.
148

 Warner Brothers moved for summary judgment on the copyright and breach of 

contract claims.
149

 The district court granted summary judgment favorable to Warner Brothers on 

both claims.
150

 The Benays appealed the grant of summary judgment and the case went before 

the Ninth Circuit.
151

 

B. The Ninth Circuit’s Holding and Reasoning 

The Ninth Circuit affirmed the grant of summary judgment to Warner Brothers on the 

federal copyright infringement claim because the works were not substantially similar.
152

 

However, the Ninth Circuit reversed the grant of summary judgment on the California breach of 

implied-in-fact contract claim, because two works “are not substantially similar for purposes of 

copyright infringement does not preclude a finding of substantial similarity for purposes of an 

implied-in-fact contract under California law.”
153

 The case was remanded for the district court to 

determine whether there was actual use of the Screenplay by Warner Brothers.
154

 

  1. Rationale for Affirming the Grant of Summary Judgment on the 

Federal Copyright Infringement Claim 
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 The issue on appeal for the copyright claim was whether there is substantial similarity 

between protected elements of the Screenplay and the Film.
155

 The Ninth Circuit compared the 

two works’ plot and sequence of events, characters, themes, settings, mood and pace, dialogue, 

and title, concluding that “[s]tripped of these unprotected elements, the works are not sufficiently 

similar to satisfy the extrinsic test.”
156

 Specifically, although the two works share similar 

elements as a result of their shared premise, the two narratives are strikingly different.
157

 

Moreover, the shared premise contains unprotectable elements.
158

 For instance, “there actually 

was a samurai uprising in the 1870s, the Satsuma Rebellion, led by Saigo Takamori, who is 

sometimes referred to as ‘The Last Samurai.’”
159

 Additionally, the two works develop the themes 

in quite different ways, with the Screenplay acclaiming the Americanized modernization of 

Japan and the Film being nostalgic for disappearing Japanese traditions.
160

 Ultimately, the 

similarities between the works are largely unprotected elements that flow naturally from their 

shared premise and were therefore disregarded for purposes of federal copyright infringement.
161

 

  2. Rationale for Reversing the Grant of Summary Judgment on the 

California Breach of Implied-in-Fact Contract Claim 

 To establish an implied-in-fact contract claim under California law, the Benays must 

prove that: (1) they submitted the work for sale to Warner Brothers; (2) they conditioned the use 

                                                 
155

 Id.at 624. 
156

 Id.at 624-29. 
157

 Id.at 625-27 (“Plaintiffs’ protagonist, Gamble, emerges from domestic security, to despair at the loss of his son, 

to revenge and triumph when he defeats his ruthless antagonist, Saigo. In contrast, the protagonist in Defendants’ 

film moves from isolation and self-destructive behavior, to the discovery of traditional values and a way of life that 

he later comes to embrace. Thus, unlike Plaintiffs’ Screenplay, which is largely a revenge story, Defendant’s film is 
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 Id.at 626. 
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 Id. (citing Charles L. Yates, Saigo Takamori in the Emergence of Meiji Japan, 28 Mod. Asian Stud. 449, 449 

(1994); Kenneth G. Henshall, A History of Japan: From Stone Age to Superpower 78 (Palgrave Macmillan 2d ed. 

2004 (1999)).  
160

 Id. at 627.  
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of the work on payment; (3) Warner Brothers knew or should have known of the condition; (4) 

Warner Brothers voluntarily accepted the work; (5) Warner Brothers actually used the work; and 

(6) the work had value.
162

 The issue on appeal was the standard for determining the fifth element, 

whether there was actual use of the Screenplay by Warner Brothers.
163

 Since California contract 

law “permits actual use of a plaintiff’s idea to be inferred from evidence of access and 

similarity,”
164

 there must be “substantial similarity” between the two works to render defendant 

liable.
165

 However, the Ninth Circuit held that the absence of copyright substantial similarity did 

not preclude a finding of substantial similarity for an implied-in-fact contract claim.
166

 Rather, 

actual use can be demonstrated by substantial similar elements that are not protected under 

copyright law.
167

 The rationale is that an unprotectable idea might not give rise to copyright 

protection, the disclosure of it may provide substantial value to the person who hears it.
168

 

“There is nothing unreasonable in the assumption that a producer would obligate himself to pay 

for the disclosure of an idea which he would otherwise be legally free to use, but which in fact, 

he would be unable to use but for the disclosure.”
169

 This principal was advanced by California 

Supreme Court Justice Roger J. Traynor in his dissenting opinion in Stanley v. Columbia 

Broadcasting System, Inc.: 

The policy that precludes protection of an abstract idea by copyright does not prevent its 

protection by contract. Even though an idea is not property subject to exclusive 
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27 

ownership, its disclosure may be of substantial benefit to the person to whom it is 

disclosed. That disclosure may therefore be consideration for a promise to pay.
170

 

C. Sound Rationale  

Concluding that a lack of substantial similarity under federal copyright infringement law 

does not preclude a finding of substantial similarity under California law for breach of an 

implied-in-fact contract because an implied contract claim can be shown by substantial similarity 

between unprotectable elements,
171

 the Ninth Circuit has presented a sound standard. As 

illustrated before, an idea man will have a hard time proving a federal copyright infringement 

considering the scènes à faire doctrine and the strict substantial similarity requirement. If 

California’s standard for a breach of an implied-in-fact contract claim is heightened to the same 

standard as applied in copyright claim, an implied-in-fact contract claim would essentially loses 

its benefit for idea men.
172

  

However, this standard is not perfect. Some commentators have recognized that the state 

contract law standard applied in Benay might dissuade producers from accepting screenplays for 

fear of breaching an implied-in-fact contract.
173

 In turn, screenwriters will be refrained from 

developing more screenplays when they find it tough to pitch their works to producers.
174

 

Fortunately, there is a solution to this issue.  

IV. The Proposal  

                                                 
170

 Stanley, 221 P.2d at 85. 
171

 Benay, 607 F.3d at 631. 
172

 See Brian Casido, Benay v. Warner Bros. Entertainment, Inc.: New Standard Needed for Determining Actual Use, 

41 Golden Gate U. L. Rev. 327 (2011) (proposing the plaintiff must show substantial similarity between protectable 

elements in implied-in-fact contract claim to prove that the defendant has actually used his or her idea).  
173

 Id. at 346. 
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To solve the imbalance created by Benay’s state contract standard, a pro rata damage 

calculation based on similarity between the Screenplay and the Film should be imposed. In 2003, 

a jury in Michigan awarded $30.1 million to two animators who had lengthy discussions with 

Taco Bell representatives regarding the use of their cartoon character “Psycho Chihuahua” in 

Taco Bell’s television advertisement.
175

 This jury award, after five years of litigation, surprised 

many spectators because of the magnitude of the damage award. Though it is not clear how the 

jury came down to such amount, the possibility of a huge damage award might threaten 

producers to refuse hearing more ideas. In order to balance the interests of idea men and the 

producers and to best the serve the public with new and creative movies or television shows, the 

damage calculation should not just come from the vacuum or the jury’s sympathy for the victims. 

A rational damage calculation should be based on the similarity between the idea man’s idea and 

the producer’s final product.   

 Since this proposal is at damage calculation stage, we would assume that all the elements 

of establishing an implied-in-fact contract claim have already been proved by a screenwriter. 

Accordingly, the screenwriter has submitted his idea to a producer, he conditioned the use of his 

screenplay on payment, the producer knew or should have known of the condition, the producer 

voluntarily accepted the screenplay, the producer actually used the screenplay, and the 

screenplay had value. A pro rata damage calculation method would contain two parts: how much 

of the screenplay did the producer use, and in what percentage of the film will be drawn from the 

screenplay. Take Benay as an example, assuming that Warner Brothers actually used the 

Screenplay, the portion of its taken is not substantial and most are simply at abstract level. For 
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 Wrench LLC v. Taco Bell Corp., 1:98 CV 45 (W.D. Mich. June 4, 2003). On September 11, 2003, the district 

court in Wrench awarded an additional $11.8 million in prejudgment interest, bringing the total award to more than 
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instance, the Screenplay and the Film have identical title, same premise of an American war 

veteran going to Japan to train the Imperial Army for its fight against a samurai, both have 

protagonists who are authors of non-fiction studies on war, both are reverential toward Japanese 

culture, and etc. Besides, Warner Brothers has added lots of their own creation in developing the 

Film – the Screenplay is largely a revenge story while the Film more a captivity narrative 

reminiscent; the Screenplay’s protagonist begins as a happily married and successful West Point 

professor while the Film’s protagonist begins as an unmarried loner, a drunk, and a failure;  the 

Screenplay exalts the Americanized modernization of Japan while the Film is ambivalent toward 

modernization and is nostalgic for disappearing Japanese traditions. Thus, by applying the pro 

rata damage calculation method and by gauging the two criteria, it is not difficult to conclude 

that the Film at most only copied a small fraction of the Screenplay. The damage awarded to the 

Benays shall be proportional to such finding.  

 The proposed standard for damage calculation will provide state contract law protection 

to idea men while balancing both the interests of idea men and producers. Proving federal 

copyright infringement is extremely challenging for idea men because normally ideas are not 

protected under the Copyright Act and substantial similarity requirement in establishing 

infringement imposes additional barrier. Just because their ideas or creative works cannot receive 

copyright protection or they could not prove copyright infringement, it does not necessarily mean 

that their ideas or creative works do not worth some sort of protections. State contract law has 

provided idea men a better route to seek recourses. By requiring a less strict substantial similarity 

requirement than copyright law in demonstrating actual use, an implied-in-fact contract claim 

gives idea men assurance that their ideas are valuable and the ideas shall not be stolen without 

adequate compensation. Ideas are the lifeblood of the entertainment world. The entertainment 
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industry recognizes that not only an idea’s expression, but also its formless abstractions, may 

have tangible value.  

 However, this is not the end. Though Benay’s decision favors idea men, this 

interpretation might actually hurt them if more producers refuse to hear the ideas at the first stage 

because of the fear of possible lawsuits. Thus, in order to balance the bargaining power of idea 

men and producers and to better serve the society with fabulous movies or shows, a pro rata 

damage calculation method is needed. By requiring damage award be based only on the 

similarity between the two works, producers will be less afraid of possible lawsuits because if 

they only take minimal or abstract portion of the idea, or they add more of their creative thoughts 

into their final products, the damage will be substantially reduced. Since idea men and producers 

would still need each other to further their respective goals, the best way for both parties is to 

level the playing field with more equal rights.  

 

 


